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DETAILED ACTION 



Response to Amendment 

1. The preliminary amendment received on June 2, 1999 has been entered. Claims 
1-32 are pending. 



2. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: Claims 1 and 16 each recite the generation of a "unique 
electrical signal" (e.g., step f in claim 1, and steps e and f in claim 16). The specification 
does not describe this "unique electrical signal". 



3. Claims 11,21 and 31 are objected to because of the following informalities: In 
claim 1 1, at line 1 , "said circuit means" has two antecedents including a "first circuit 
means" and a "second circuit means". Claim 1 1 should be amended to clarify which of 
those two circuit means is being referred to. The "second circuit means" will be 
assumed. In claim 21 , one of the two semicolons at the end of step "d" should be 
deleted. Regarding claim 31 , "said input device" lacks an antecedent basis. 
Appropriate correction is required. 



Specification 



Claim Objections 
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Claim Rejections - 35 USC §112 



4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-7 and 16-20 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 1 and 16 each recite the generation of 
a "unique electrical signal" in response to a comparison of newly input and previously 
stored biometric information (e.g., step f in claim 1 , and steps e and f in claim 16). The 
specification does not describe this "unique electrical signal". Rather, the specification 
just describes the comparison (i.e., "the device is activated if the presented thumb print 
template matches the previously stored template" at page 4, line 1). Thus, because the 
specification does not describe the nature of this "unique electrical signal", much less 
the actual generation of a "unique electrical signal", a fundamental inconsistency exists 
between the specification and the claims. The term is not defined and thus the metes 
and bounds of the term are nebulous. Refer to MPEP paragraph 2173.03, 
Inconsistency Between Claim and Specification Disclosure or Prior Art. The term 
"unique electrical signal" will be interpreted, for purposes of examination, as a 
"uniqueness electrical signal" that indicates the whether the person seeking access, 
according to the comparison, has the same biometric as the unique biometric 
characteristic previously stored. 
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Claim Rejections - 35 USC § 102 



6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

7. Claims 1-3, 5-12, 14-18, 21 and 29-32 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Ramachandran (US 6,315,195 B1). Regarding claim 1, 
Ramachandran discloses: a portable body member (figures 1 and 4, numeral 14; 
"portable terminal" at column 6, line 3; NOTE: In re Lindberg, 194 F.2d 732, 93 USPQ 
23 (CCPA 1952) (Fact that a claimed device is portable or movable is not sufficient by 
itself to patentably distinguish over an otherwise old device unless there are new or 
unexpected results); and mounted to the portable body member (NOTE: regarding the 
means plus function language of the claims, it is noted that the various means pointed 
to in the Ramachandran reference below correspond in kind to the means disclosed by 



States. 



Application/Control Number: 09/356,940 Page 5 

Art Unit: 2621 

applicant, particularly as depicted in figure 2; e.g., the means of Ramachandran's figure 
4 are equivalent to the means of applicants figure 2); input means receiving a physical 
representation of a unique body parameter of an individual (figure 4, numeral 47; 
"fingerprint reader" at column 1 1 , line 1 ); first circuit means (figure 4, numeral 36) 
generating a biometric template associated with said unique body parameter as 
presented to the input means ("add data for ... authorized user 13 at column 12, line 29); 
second circuit means storing a single biometric template ("a single fingerprint" at column 
1 1 , line 4) of an authorized user (the biometric template is stored in "memory 18" at 
column 10, line 59 and as depicted in figure 1); third circuit means for comparing other 
biometric templates generated with the input means with said single biometric template 
(figure 4, numeral 36; "The reader 47 would read the fingerprint and produce suitable 
signals to compare the input data to the data stored on the card" and if "the input data 
corresponds to an authorized user, the user is authorized to further operate the 
terminal" at column 12, lines 23+); fourth circuit means for generating a uniqueness 
electrical signal in response to the comparison (figure 4, numeral 36; "the input data 
corresponds to an authorized user, the user is authorized to further operate the 
terminal" at column 12, lines 23+; thus, a signal is generated internally in response to 
the comparison that unlocks the card to give the authorized user the ability to further 
operate the terminal); fifth circuit means ("memory" at column 23, line 67) storing a 
sequence of alphanumeric characters representing a PIN ("user's PIN" at column 23, 
line 63; "PIN may be recalled from memory" at column 23, line 66) enabling the user to 
gain access to a secure site (NOTE: while this is an intended use statement and not a 
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positive limitation, this is disclosed in the reference; i.e., "If the user has first identified 
themselves with ... biometric data to operate the terminal .... the PIN may be recalled 
from memory and forwarded by the terminal" at column 23, lines 63+; i.e., the pin is 
"output by the terminal" to enable a user to "gain access" to an account as described at 
column 23, line 40). Regarding independent claims 8, 16 and 21, the limitations recited 
therein are met by Ramachandran as described in the claim 1 rejection above. 
Regarding step f of claim 21 in particular, the claim calls for circuitry adapted to 
generate a password in response to the comparison and adapted to store the password. 
Ramachandran does both. That is, in response to the biometric comparison, the "PIN 
may be recalled from memory and forwarded by the terminal" at column 23, lines 63+. 
Thus, the PIN is stored, and then recalled. The act of recalling a password is equivalent 
to the act of generating the password because the claim does not call for generating a 
new password. The term "generating" means to bring into being, or give rise to and this 
is exactly what recalling the PIN from memory does; it brings it into being so that it can 
be forwarded by the terminal. Regarding claims 2, 15 and 31, manually operated key 
are disclosed (figure 1 , numerals 24 and 26). Regarding claims 3 and 14, a memory for 
storing plural PINs is disclosed (figure 1, numeral 18; PINs for a "plurality of 
conventional cards" [column 1 , line 1 1] are stored for subsequent use). Regarding 
claims 5, 9 and 18, a visual display displaying the PIN is disclosed (figure 1, numeral 22 
and figure 83). Regarding claim 10, the display is an LCD ("LCD type display" at 
column 6, line 53). Regarding claims 6 and 1 1 , an output port is disclosed (figure 4, 
numeral 52; "connection to a remote location" at column 9, line 5). Regarding claims 7, 
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12, 29, 30 and 32, a fingerprint sensor is disclosed (figure 4, numeral 47; "fingerprint 
reader" at column 1 1 , line 1). Regarding claim 17, Ramachandran discloses storing a 
PIN required for access at a remote host (TIN number uniquely associated with the 
user's account is required to be input to gain access" at column 23, line 40; thus, the 
remote host requires a PIN from the user to gain access to the account, whereby the 
provided PIN is compared with the PIN stored by the remote host to authenticate the 
user) and storing the PIN in the portable device (""PIN number may be stored on the 
card" and "recalled from memory and forwarded by the terminal" at column 23, lines 63 
and 68; thus, as described here and above, the PIN is stored by the terminal, and 
recalled and sent to the remote host upon the user's presentation of acceptable 
biometric data). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 4 and 21-28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Ramachandran (US 6,315,195 B1) and Tomko et al. (US 
5,712,912 A - cited by applicant). 

Regarding claim 4, Ramachandran discloses a user generating his own 
alphanumeric PIN ("requiring a user to input an access code which is known only to 
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them" at column 10, line 56), but does not disclosed means for randomly generating a 
PIN (NOTE, as disclosed, the "means" for randomly generating a PIN is a circuit, as 
depicted in figure 2 at numeral 32; thus, the "means" is a circuit, and not a person as 
disclosed by Ramachandran). Tomko discloses a system in the field of biometrics, and 
same problem solving area of PIN generation, comprising a means for randomly 
generating a PIN for a user (figure 1a, numeral 26; a "random character generator 26 
generates a digital PIN" at column 4, line 6). It would have been obvious at the time the 
invention was made to one of ordinary skill in the art to provide the portable terminal of 
Ramachandran with a means for randomly generating the user's PIN "which is known to 
them" (Ramachandran, column 10, line 56), thereby providing a more secure, and 
harder to hack PIN than a word or number known to the user. That is, randomly 
generated pins are far more difficult to hack than PINs typically generated by a person 
based on names or dates significant to the person because they may also be known to 
others familiar with the person. 

Regarding claim 21 , Tomko discloses a device comprising: a biometric interface 
unit (figure 1, numeral 10); circuitry generating and storing a biometric template (figure 
1a, numeral 30) and comparing with a second biometric template (figure 1b, numeral 16 
is a subsequently input biometric; the processor compares it with the first template 
extracted from numeral 208); and password circuitry generating a password ("obtain the 
PIN" at column 5, line 48) in response to a signal generated from the compare circuitry 
("both r n and a n " at column 5, line 48) and storing the password (PIN) in a storage 
device (the processor 204 that obtains the PIN must store it for subsequent 
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transmission to the device requiring the PIN at numeral 40; i.e., the processor has a 
memory). Note that the claim does not preclude the possibility of re-generating a 
previously generated password, or PIN, as described in the claim 21 rejection based on 
Ramachandran above. In this case, Tomko re-generates the password based on a 
fingerprint comparison. In addition, the claim does not preclude the biometric template 
as incorporating the password, as disclosed by Tomko. Regarding claim 22, the PIN is 
randomly generated (figure 1 A, numeral 26). Regarding claim 23, an input device is 
disclosed (figure 1 B, numeral 14). Tomko does not disclose a body member, or a 
"portable" body member(NOTE: In re Lindberg, 194 F.2d 732, 93 USPQ 23 (CCPA 
1952) (Fact that a claimed device is portable or movable is not sufficient by itself to 
patentably distinguish over an otherwise old device unless there are new or unexpected 
results). Ramachandran discloses a system for storing and generating a PIN based on 
biometric authorization as described in the rejection above, comprising a portable body 
member (figures 1 and 4, numeral 14; "portable terminal" at column 6, line 3). It would 
have been obvious at the time the invention was made to one of ordinary skill in the art 
to provide Tomko's system with a body member as taught by Ramachandran in order to 
enclose and protect the circuitry from the external elements thus ensuring its operability, 
and to provide Tomko's system with a "portable" body member also as taught by 
Ramachandran in order for the user to easily carry the device with him, thus ensuring 
that the PIN is accessible whenever and wherever the user needs it. Regarding claim 
24, Tomko does not discloses a display device for viewing the password. 
Ramachandran discloses such a display device as described in the rejection above (i.e., 



Application/Control Number: 09/356,940 Page 10 

Art Unit: 2621 

figure 1, numeral 22 and figure 83), and it would have been obvious to display the PIN 
in the above Tomko and Ramachandran combination in order for the user to view that it 
has been properly re-generated and recalled. Regarding claim 25, Tomko discloses an 
output port (figure 1 B, numeral 209). Regarding claim 26, Tomko's circuitry (i.e., figures 
1 A and 1 B) is adapted to allow for a change in the password, the generation of a new 
password (i.e., the circuitry is adapted to generate the initial password, or PIN, as 
described above, and this constitutes a "new" password thus meeting the claim 
requirements; in addition, given that the circuitry is adapted to generate a password in 
the first place, then the circuitry is adapted to change the password; the claims do not 
recite positive steps of changing the password, nor do they described the structure of 
the circuitry that changes or generates new passwords; the claims only call for the 
circuitry to be "adapted to allow" for such activities, and the Tomko circuitry is adapted 
to allow for such activities). Regarding claim 28, Tomko's password is at least eight 
characters long ("series of characters, a n , (n=1, 2, ...N)" at column 4, line 32). 

10. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Ramachandran (US 6,315,195 B1) and Ferraro (US 4,768,021 A). 
Ramachandran discloses a user storing a fingerprint template in a storage means for 
subsequent comparison with a newly input fingerprint as described in the claim 1 
rejection above. Ramachandran does not disclose the storage means storing the 
biometric (i.e., fingerprint) template in response to simultaneous presentation of the 
biometric (fingerprint) to the input means and pressing a key. Ferraro discloses a 
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system for allowing access to a secure location by comparison of biometrics (figure 5) 
and in the same problem solving area of storing a biometric template ("remembering" at 
column 3 t line 22), comprising a storage means ("memory" at column 3, line 22) storing 
the biometric template ("preselected fingerprint" at column 3, line 23) in response to 
simultaneous presentation of the biometric to the input means (figure 5, numeral 62) 
and pressing a key ("The owner of safe 40 places a finger on touch pad 62 and then 
presses the program memory button 64. The electronic memory at this time will 
activate and record the owner's fingerprint for future reference" at column 3, lines 27+). 
It would have been obvious at the time the invention was made to one of ordinary skill in 
the art to provide a program memory key on the Ramachandran terminal device, in 
order to program (or store) the user's biometric template upon simultaneous 
presentation of the biometric and pressing of the key as taught by Ferraro, thereby 
providing Ramachandran with a convenient, quick and intuitive method of allowing the 
user to store his biometric template for subsequent use. 

11. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Ramachandran (US 6,315,195 B1) and Shah (US 6,129,273 A). 
Regarding claim 19, Shah discloses an independent keyboard (figure 1, numeral 19) for 
entering a PIN ("enters either a personal identification number (PIN) by way of the 
keyboard 19" at column 7, line 8) to access a secure site ("bank" at column 7, line 15; 
refer to figure 2). Regarding claim 20, Shah discloses the keyboard operatively 
connected to a PC which is selectively placed in communication with a computer 
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associated with a secure site (as depicted in figure 2). Shah does not disclose the 
steps and structure of claims 16-18. Ramachandran discloses the steps and structure 
of claims 16-18 as described in the prior art rejections above. It would have been 
obvious at the time the invention was made to one of ordinary skill in the art to provide 
the users of the Shah system with the portable PIN remembering device of 
Ramachandran, in order for the users to recall and display their PIN for subsequent 
keyboard entry into the Shah system by simply inputting a biometric characteristic as 
taught by Ramachandran (as described above), thereby ensuring that the users will 
always be able to recall their PIN numbers. 
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Conclusion 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian P. Werner whose telephone number is 703-306- 
3037. The examiner can normally be reached on M-F, 8:00 - 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Leo H. Boudreau can be reached on 703-305-4706. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
872-9314 for regular communications and 703-872-9314 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 



4750. 



Brian Werner 
Patent Examiner 
June 5, 2002 
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